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REMARKS 

Reconsideration of this application is respectfully requested. 

Claims 1-4, 6, and 7 have been amended. Claim 8 has been canceled, and 
claims 12 and 13 are new. 

Upon amendment, claims 1-7 and 9-13 are pending in the application, with 
claims 9 and 1 1 withdrawn from consideration. 

Applicants submit that these claim amendments are fully supported by the 
specification, do not introduce new matter or require a further search of the art, and 
respectfully request their entry. 

Specification 

The Office objected to a sequence identifier on page 8, paragraph [026], 
indicating that the correct amino acid sequence should be SEQ ID NO: 1 , not SEQ ID 
NO: 3. The Office further noted that appropriate correction is required. Applicants have 
amended paragraph [026] to recite SEQ ID NO: 1. Accordingly, this objection is now 
moot. 

Claim Rejections under 35 U.S.C. § 112, First Paragraph, Written Description 

The Office rejected claims 1-7 under 35 U.S.C. § 1 12, first paragraph, as 
allegedly lacking written description support. (Office Action at page 3.) In particular, the 
Office alleged that claims 1-7 are drawn to a multitude of polypeptide fragments, not all 
of which are disclosed in the specification. (Office Action at page 3.) 
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The Office contends that claims 1-7 are drawn to polynucleotides encoding the 
polypeptide of the amino acid sequence depicted as SEQ ID NO: 1 , as well as to 
fragments of the polypeptide. The Office further contends that the claims are drawn to a 
multitude of polynucleotide fragments, and that the specification does not disclose all of 
these fragments. Thus, the Office concludes that "claims 1-7 contain new subject 
matter that is not disclosed in the specification." (Office Action at page 3.) 

Applicants respectfully traverse, both towards the claims as originally filed and 
toward amended claims 1-4, 6, and 7. The Office states, "The specification does not 
disclose all the fragments of SEQ ID NO: 1 , therefore claims 1-7 contain new subject 
matter that is not disclosed in the specification." (Office Action at page 3.) New matter 
is subject matter, which has no antecedent basis in the original specification, drawings, 
or claim. M.P.E.P. § 1504.04, emphasis added. Claim 1 is an original claim, and thus, 
by definition, cannot constitute "new matter." Because claim 1 contained the phrase "Or 
fragments thereof," Applicants submit that any fragment, from 1 nucleotide to the full 
length polynucleotide encoding SEQ ID NO: 1 , was fully described in the application as 
filed. Applicants submit that it would be inappropriate to require Applicants to recite 
every possible fragment of every length of SEQ ID NO: 1, as the Office suggests, when 
the phrase "or fragment thereof is abundantly clear to one of ordinary skill in the art. 
Moreover, the phrase "or a fragment of SEQ ID NO: 1 comprising at least an MSD 
domain" in amended claim 1 has support throughout the application as filed, for 
example, in original claim 1 , paragraph 61 , Figure 2, and Figure 6. Accordingly, 
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Applicants request the withdrawal of this rejection under 35 U.S.C. § 1 12, first 
paragraph, written description. 

The Office also rejected claim 10 under 35 U.S.C. § 1 12, first paragraph, as 
allegedly lacking written description support in the specification. (Office Action at page 
3.) Claim 10 is an original claim. There is a strong presumption that an adequate 
written description of the claimed invention is present when the application is filed. 
M.P.E.P. § 2163. Further, Applicants submit that one of skill in the art would 
immediately envisage the product claimed. Applicants thus submit that claim 10 
satisfies the written description requirement under 35 U.S.C. § 1 12, first paragraph, and 
respectfully request the withdrawal of this rejection. 

Claim Rejections under 35 U.S.C. § 102 

The Office rejected claims 1-8 under 35 U.S.C. § 102(a) as allegedly being 
anticipated by Deeley et al. (U.S. Patent No. 5,498,519). (Office Action at page 4.) In 
particular, the Office contends that Deeley et al. teach a polynucleotide fragment that 
encodes amino acids 1440-1465 of SEQ ID NO: 1 . The Office further contends that 
Deeley et al. teach the construction of a labeled probe from this polynucleotide, 
recombinant expression vectors, host cells, and protein expression in a variety of cell 
types. (Office Action at page 4.) 

Applicants have amended claims 1-4, 6, and 7, and canceled claim 8. Applicants 
submit that this rejection is not applicable to the claims as amended. Claim 1 has been 
amended to recite a purified nucleotide sequence "encoding SEQ ID NO: 1 , or a 
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fragment of SEQ ID NO: 1 comprising at least a membrane spanning domain (MSD)." 
Deeley et al. does not teach a polynucleotide encoding SEQ ID NO: 1, or a fragment of 
SEQ ID NO: 1 comprising at least an MSD domain. Because Deeley et al. does not 
teach each and every element of claim 1 , it cannot anticipate the claim. M.P.E.P. § 
2131 .01 . Because claims 2-7 depend from amended claim 1, Deeley et al. also cannot 
anticipate these claims. 

The Office also rejected claim 8 under 35 U.S.C. § 102(b) as being anticipated by 
Wu et al. (Office Action at page 4.) Applicants have canceled claim 8. Thus, this 
rejection is now moot. 

In view of the foregoing amendments and remarks, Applicantsrespectfully 
request reconsideration and reexamination of this application and the timely allowance 
of the pending claims. 

Please grant any extensions of time required to enter this response and charge 

any additional required fees to our deposit account 06-0916. 

Respectfully submitted, 
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